Remarks 



The Examiner stated on page 2, paragraph 2, "Claims 1-3, 5-14, [and] 21 are rejected 
under 35 U.S.C. 102(e) as being anticipated by Goldman (US 20030233418 Al)." 

Rejections under 35 U.S.C. 8102(e) 
Claim 1 

On page 2, paragraph 2, the Examiner rejected Applicant's independent claim 1 as 
being unpatentable over U.S. Patent Application Publication to Goldman. The Examiner 
states on page 2 paragraph 3, 

Regarding claim 1, Goldman discloses a method of maintaining at least 
one database to be used to categorize email messages received in a 
network comprising . . . maintaining statistics based on the stored 
information, wherein the statistics are used to determine whether the 
received e-mail is unsolicited e-mail. (Emphasis added.) 

Applicant respectfully traverses. 

In order to anticipate a claim, a reference must teach all elements of a claim. See 
Verdegaal Bros., Inc. v. Union Oil Co. , 814 F.2d 628, 631 (Fed. Cir. 1987). In addition, the 
reference must show the claimed invention "in as complete detail as is contained in the patent 
claim" in order to anticipate the claimed invention. Richardson v. Suzuki Motor Co., Ltd. , 
868 F.2d 1226, 1236 (Fed. Cir. 1989). See id. Applicant will show that the cited reference 
fails to teach all elements of Applicant's amended claims. Therefore, the claims are not 
anticipated and are thus novel. 

Applicant's amended independent claim 1 recites, inter alia, "calculating statistics 
based on the stored information." (Emphasis added.) In contrast, Goldman neither teaches 
"calculating statistics," nor is statistics, or any type of equivalent mathematical calculation, 
mentioned in any context. In fact, Goldman is entirely silent with regard to statistics. The 
word "statistics" or any equivalent thereof, appears nowhere in Goldman. Goldman is 
entirely silent on "calculating statistics." Since Goldman is entirely silent on statistics, 
Goldman can not be calculating statistics. 
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Since Goldman, does not teach the element of 'calculating statistics," Goldman fails 
to teach all elements of Applicant's amended independent claim 1 and therefore Goldman can 
not and does not anticipate Applicant's currently amended independent claim 1. 

Applicant's currently amended independent claim 1 further recites, inter alia, 
"calculating statistics based on the stored information, wherein the calculated statistics are 
used to determine whether the received e-mail is unsolicited e-mail" (Emphasis added.) In 
contrast, Goldman as stated above is entirely silent on statistics. Goldman merely uses "a 
filter module 24 to filter out unsolicited electronic messages. Filter module 24 compares a 
sender's address associated with an incoming electronic message to the categorizations 
provided or stored in data structure 18." {See Goldman at Paragraph [0049]. Emphasis 
added.) 

Goldman does not teach the use of statistics but rather, simply teaches the use of a 
comparison. Since Goldman is merely teaching the use of a comparison and is entirely silent 
on statistics, Goldman certainly can not be said to teach a method "wherein the calculated 
statistics are used to determine whether the received e-mail is unsolicited e-mail" as taught by 
Applicant's claim 1. 

Since Goldman, does not teach the element of "wherein the calculated statistics are 
used to determine whether the received e-mail is unsolicited e-mail," Goldman fails to teach 
all elements of Applicant's amended independent claim 1 and therefore Goldman can not and 
does not anticipate Applicant's currently amended independent claim 1. 

Since claims 2-43 depend directly or indirectly from Applicant's amended 
independent claim 1, they too are allowable for at least the same reasons. Further, new claims 
44-46 also depend directly or indirectly from Applicant's amended independent claim 1 and 
therefore they too are allowable for at least the same reasons. Further, each of the dependent 
claims 2-46 may also be patentable for its own limitations and/or features. 

Applicant therefore requests the Examiner withdraw the rejections of claim 1 and 
claims 2-3, 5-14, and 21 under 35 U.S.C. §1 02(e). 
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Conclusion 

Applicant has amended claims 1-6, 10-13, 21, 23, 26, 28, 33, 35-38, and 42-43. 
Applicant has also added new claims 44-46. Further, Applicant has shown that claims 1 and 
2-43 are not anticipated in light of the cited reference. Moreover, since new claims 44-46 
depend either directly or indirectly from claim 1 , they too are allowable for at least the same 
reasons. A Notice of Allowance is requested. 

The Examiner is invited to contact the undersigned with any comments or questions at 
408-297-9733 between 9:00 AM and 5:00 PM PST. 
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